Flieli Louis-Pierre: #CIPO - OPIC

From: Wootton, Charles: #CIPO - OPIC

Sent: Tuesday, October 12, 2004 10:44

To: Riel, Louis-Pierre: #CIPO - OPIC

Subject: RE: Ebauches de chapitre du RPBB - MOPOP Chapters drafts Chpr 12-16
| did a quick read,

| noticed on page 6(WP Doc.) that there
seemed to be something of a conclusive nature missing.

If the method is not any of the above, then one must determine if the method produces an essentially
economic result in relation to trade, etc. by asking whether it is closer to:

a) a service (or a transaction/exchange between multiple entities) for which someone (e.g.
a professional) would be hired to perform (or which the method’s executor would
perform for themselves); such methods do not produce an essentially economic result
in relation to trade, etc.,

or

a) a method for producing/building/constructing a vendible product, or of altering
something to make a vendible product that is functionally (as opposed to, e.g.
intellectually or aesthetically) different from any vendible product that it may have been
originally; such methods do produce an essentially economic result in relation to trade,
etc.

In this context, the term “vendible product” is broad enough to encompass land, structures, parts of
structures, chemicals, etc.
I was expecting a sentence such as,

In (a) (first instance) a service is not patentable because the evaluation of whether the service has been
completed correctly or even done at all is dependent on human interpretative skills and is not infallibly
reproducible and hence is non patentable as per .....above.

In (a) (second instance) the method is patentable.

(I think (second instance) should be replaced by a (b).

C Wootton
997 2763.
----- Original Message-----
From: Riel, Louis-Pierre: #CIPO - OPIC
Sent: Friday, October 08, 2004 3:43 PM
To: Patent - Dirs. + Examiners
Subject: Ebauches de chapitre du RPBB - MOPOP Chapters drafts
English follows the Green line

Une ébauche des chapitres 12 et 16 est maintenant disponible au répertoire suivant :
SAPATENT\DOCUMNTS\Draft-Ebauche

Le sujet du chapitre 12 est « Utilité et matiére » et le sujet du chapitre 16 est « Inventions mises en euvre
par ordinateur ». L’ancien chapitre 12 sur la classification sera éliminé et la matiére sera distribuée dans

d’autres chapitres.
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Ces ébauches vous sont distribuées afin que vous puissiez prendre connaissance de ’évolution de la pratique
rela.tivement a ces sujets. Ces €bauches ont été distribuées a un comité de 'IPIC pour commentaires. La
période de consultation se termine le 18 novembre 2004, et nous espérons publier formellement ces chapitres

un mois aprés la période de consultation. Ces documents ne sont pas pour l'instant disponible au grand
public.

Ces §bauch&s sont présentement disponibles en anglais. La traduction du chapitre 12 sera disponible la
semaine prochaine. Le chapitre 16 a é&té envoyé au service de traduction aujourd’hui, et 3 en extrapolant les
expériences passées, cette traduction devrait étre disponible dans 5 ou 6 semaines.

Veuillez me faire parvenir vos commentaires et suggestions par courriel en utilisant le titre suivant :

Chap 12-16

ou en utilisant la boite chap. 12-16 sur le classeur 4 I’entrée de mon bureau (1415-C)

La période de consultation interne se termine aussi le 18 novembre 2004.

Outils de Claude Mathieu : Veuillez prendre note que la derniére version du logiciel inquire/text
visual est INQ3.5.EXE dans le répertoire :

SA\PATENT\Qutils Tools\CMPROGRAM

Veuillez ne plus utiliser les autres versions de ce logiciel.

A draft of MOPOP Chapters 12 and 16 is currently available on :
S\PATENT\DOCUMNTS\Draft-Ebauche

Chapter 12's subject is “Utility and subject matter”” and Chapter 16's subject is “computer-
implemented inventions”. Former Chapter 12 will be deleted and the content distributed amongst
others chapters.

These drafts are made available in order that you can follow the evolution of the practice in these
matters. These drafts were distributed to an IPIC committee for comments. The consultation period ends
on November 18, 2004, and we are expecting to formally publish these chapters one month after the
consultation period. These documents are currently unavailable to the general public.

These drafts are presently available in English. The translation of chapter 12 will be available next week.
Chapter 16 was sent today to the translation office, and from past experience, this translation should be
available in § or 6 weeks.

Please, send your comments and suggestions by e-mail by using the following title:

Chap 12-16

or by using the box “chap 12-16” on the file cabinet close to my office (1415-C)
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RielI Louis-Pierre: #CIPO - OPIC

From: Pound, Kathleen: #CIPO - OPIC

Sent: Monday, October 18, 2004 11:15

To: Maclaurin, Ed: #CIPO - OPIC

Subject: RE: Ebauches de chapitre du RPBB - MOPOP Chapters drafts
Hello Ed,

I have just a few comments on the MOPOP Chapter 12 draft:

On page 4, section 12.03.03 "Reproducibility” it is stated that "the expression "desired result inevitable
follows" can refer to an accepted degree of success of a particular repetitive mass production method. For
example, if a method is known and universally recognized in a particular art of having a success rate under a
certain ratio or percentage of rejects, the desired result inevitably follows if this method is inside such
parameters."

| was wondering if this might cause some confusion with regards to our position on monoclonal antibodies.
While the Commissioner's Decision would be what we would follow, | imagine that the agents might argue
that monoclonal antibodies fall under the characteristics of the above paragraph.

Additionally, there are ambiguities under 12.04.01 "Living matter". (I believe Joél! already mentioned them.):
- fungi are listed as patentable, but | thought the office did not know exactly what to do with them;
- colonies of differentiated cells are listed as non-patentable, but these would encompass cell lines
which are patentable.

| do not have any comments at this time regarding the Chapter 16 draft. It looks fine to me, but my
understanding of computer-implemented inventions is limited.

Thanks,
Kathieen

----- Original Message-----

From: Maclaurin, Ed: #CIPO - OPIC
Sent: Friday, October 15, 2004 1:53 PM
To: Bounhar, Younes: #CIPO - OPIC; Brewer, Cynthia: #CIPO - OPIC; Chartrand, Nathalie: #CIPO - OPIC; De Vouge, Michael: #CIPO -

OPIC; Green, Robin: #CIPO - OPIC; Hansen, Christiane: #CIPO - OPIC; Heppell, Joel: CIPO - OPIC; Lloyd, Douglas: #CIPO -
OPIC; MacFarlane, Colleen: #CIPO - OPIC; Marshall, Philip: #CIPO - OPIC; Neppel, Anthony: #CIPO - OPIC; Notman, Holly:
#CIPO - OPIC; Ohan, Nicholas: #CIPO - OPIC; Oulton, Rena: #CIPO - OPIC; Pound, Kathleen: #CIPO - OPIC; Romsicki,
Yolanda: #CIPO - OPIC; Salvino, Ralph: #CIPO - OPIC; Sardana, Ravinder: #CIPO - OPIC; Trus, Nancy: #CIPO - OPIC; Wilde,
Kristoffer: #CIPO-OPIC

Subject: FW: Ebauches de chapitre du RPBB - MOPOP Chapters drafts

Please have a look at the drafts of chapters 12 and 16 and forward your comments to myself before
October 29th. I'l pool them, remove duplicate comments and then send them along to Louis-Pierre.

Thanks

Ed

-----Original Message-----

From: Riel, Louis-Pierre: #CIPO - OPIC
Sent: Friday, October 08, 2004 3:43 PM
To: Patent - Dirs. + Examiners

Subject: Ebauches de chapitre du RPBB - MOPOP Chapters drafts

English follows the Green line
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Une ébauche des chapitres 12 et 16 est maintenant disponible au répertoire suivant :
SA\PATENT\DOCUMNTS\Draft-Ebauche

Le sujet du chapitre 12 est « Utilité et matiére » et le sujet du chapitre 16 est « Inventions mises en cuvre
par ordinateur ». L’ancien chapitre 12 sur la classification sera éliminé et la matiére sera distribuée dans
d’autres chapitres.

Ces ébauches vous sont distribuées afin que vous puissiez prendre connaissance de 1’évolution de la pratique
relativement a ces sujets. Ces ébauches ont été distribuées & un comité de I'IPIC pour commentaires. La
période de consultation se termine le 18 novembre 2004, et nous espérons publier formellement ces chapitres
un mois apres la période de consultation. Ces documents ne sont pas pour l'instant disponible au grand
public.

Ces ébauches sont présentement disponibles en anglais. La traduction du chapitre 12 sera disponible la
semaine prochaine. Le chapitre 16 a été envoyé au service de traduction aujourd’hui, et 4 en extrapolant les
experiences passées, cette traduction devrait étre disponible dans 5 ou 6 semaines.

Veuillez me faire parvenir vos commentaires et suggestions par courriel en utilisant le titre suivant :

Chap 12-16

ou en utilisant la boite chap. 12-16 sur le classeur a I’entrée de mon bureau (1415-C)

La période de consultation interne se termine aussi le 18 novembre 2004.

Outils de Claude Mathieu : Veuillez prendre note que la derniére version du logiciel inquire/text
visual est INQ3.5.EXE dans le répertoire :

SAPATENT\Outils Tools\CMPROGRAM

Veuillez ne plus utiliser les autres versions de ce logiciel.

A draft of MOPOP Chapters 12 and 16 is currently available on :
SAPATENT\DOCUMNTS\Draft-Ebauche

Chapter 12's subject is “Utility and subject matter” and Chapter 16's subject is “computer-
implemented inventions”. Former Chapter 12 will be deleted and the content distributed amongst
others chapters.

These drafts are made available in order that you can follow the evolution of the practice in these
matters. These drafts were distributed to an IPIC committee for comments. The consultation period ends
on November 18, 2004, and we are expecting to formally publish these chapters one month after the
consultation period. These documents are currently unavailable to the general public.

These drafts are presently available in English. The translation of chapter 12 will be available next week.
Chapter 16 was sent today to the translation office, and from past experience, this translation should be
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available in 5 or 6 weeks.

Please, send your comments and suggestions by e-mail by using the following title:
Chap 12-16

or by using the box “chap 12-16” on the file cabinet close to my office (1415-C)
The internal consultation period also ends on November 18, 2004.

Claude Mathieu’s tools: Please note that the last version of the software inquire/text visual is
INQ3.5.EXE in:

SAPATENT\Outils Tools\CMPROGRAM

Do not use other versions of this software.

Louis-Pierre Riel

Direction des Brevets/Patent Branch

<< OLE Object: Picture (Metafile) >>

Piéce/Room 1415C, Place du Portage |

50 Victoria

Gatineau, Québec

Canada

K1A 0C9

= Tel./Tel.: (819)997-0232 Télécopieur/Fax.:(819)994-1989
=3 Courriel / Email :riel.louispierre @ic.gc.ca

Site WEB/ WEB Site : http://OPIC.GC.CA
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Riel, Louis-Pierre: #CIPO - OPIC

From: Plante, Claude: #CIPO - OPIC

Sent: Monday, October 18, 2004 12:51

To: Riel, Louis-Pierre: #CIPO - OPIC

Subject: Commentaires sur I'ebauche du Chapitre 16 du RPBB

Bonjour Louis-Pierre,

J'ai termine la lecture de I'ebauche du Chapitre 16 du
RPBB. Dans I'ensemble, je le trouve tres bien. J'aurais
neanmoins les suggestions suivantes:

1_Il serait utile de tracer une ligne de demarcation entre
brevets et dessin industriel dans le cadre informatique.
Precisement, les interfaces graphiques a I'usager sont
probablement protegees par la Loi sur le dessin
industriel, plutot que la Loi sur les brevets.

2_L a section 16.03.03 donne une explication assez claire
de ce qui doit etre fait lorsqu'une invention comporte des
elements techniques (possiblement brevetables) et des
elements non techniques (donc, non-brevetables).

Il serait toutefois utile d'ajouter un exemple, pour vraiment
faire ressortir comment l'analyse de la revendication
devrait etre faite.

3_li serait utile d'indiquer explicitement si le Bureau considere
comme brevetable (selon l'article 2) des revendications dont
le preambule debute par: "A graphical user interface...” ou

"A software tool...".

4_Ermreur d'ecriture: page 9, dans "Example” ( "a) means for
collecting...at a rate of at n times...")

5_Erreur d'ecriture, page 11: Les etapes b) et c) sont identiques.
Bonne joumee,

Claude Plante
1305C, 997-1133
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Rieli Louis-Pierre: #CIPO - OPIC

From: Heppell, Joel: CIPO - OPIC

Sent: Wednesday, October 20, 2004 12:03

To: Maclaurin, Ed: #CIPO - OPIC

Subject: RE: Ebauches de chapitre du RPBB - MOPOP Chapters drafts
Hi Ed,

Here are my comments on chapters 12 and 16, as mentioned previously:

CHAPTER 12:
12.04.01 Living matter

Uni-cellular life forms which are new, useful and inventive are patentable 22. In general, a process to
produce or which utilizes these organisms is patentable. Uni-cellular life forms comprise:

1 microscopic algae;

2 fungi (including yeasts), excluding fungi colonies of differentiated cells (I would prefer
“excluding fungi composed of more than one type of cell in an organized structure", for
example. | don't think that “colonies of differentiated cells is clear")

bacteria;

protozoa;

viruses;

cells and cell lines in culture;

transformed cells and cell lines; and

hybridomas.

oNOO bW

Where do we put fertilized eggs and zygotes? We should take this opportunity to take a clear
position on this.

1) Multi-cellular life forms are not patentable subject matter 2. However, a process for producing a
multicellular life form may be patentable provided the process requires significant technical
intervention by man and is not essentially a natural biological process which occurs according to the
laws of nature, for example, traditional plant cross-breeding 24. Multi-cellular life forms comprise:

2)

1) animals %5,

2) plants 25;

3) seeds 25;

4) tissues, organs, embryos 25, and parts of plants and animals; and

5) colonies of differentiated cells. (not sure what this means???)

Plant varieties that are distinct, uniform and stable may be protected under the Plant Breeders'
Rights Act, administered by the Canadian Food Inspection Agency.

12.04.02 Medical treatment

A method or process of surgery of therapy (or prophylaxis) on living humans or animals is not
considered to be within the scope of “invention” as defined by section 2 of the Patent Act, because
such methods do not produce an essentially economic result in relation to trade, industry, or

1
000330



B i B S s L S R e e g sy

commerce 2. The exclusion does not cover methods of treating animals to derive economic benefit
28, If, when used for its leading purpose, a claimed method does not produce an essentially economic
result, then that method is non statutory even if it could have other purposes 2. Articles or
apparatuses designed for use in the treatment of humans or animals are patentable, provided they
conform to all other conditions of the Patent Act .

Methods of diagnosing a physical disease or physical medical condition in a human being, provided
that the methods do not contain any step of surgery or therapy, may be patentable 3'. The Patent
Office practice regarding medical treatment is explained in more detail in Chapter 17 of MOPOP
(currently under revision).

CHAPTER 16:

Example

Claim 15. Computer readable medium having recorded thereon the nucleotide sequence depicted
in SEQ ID NO:5, a representative fragment thereof or a nucleotide sequence at least 99% identical
to the nucleotide sequence in SEQ ID NO:5.

Processing of the descriptive material in the computer does not alter or reconfigure the

function of the computer nor transform the computer into a new machine. Although claim 15
describes a statutory “manufacture”, it would be obvious to store non-functional descriptive material
(like the nucleotide sequence) upon it. Claim 15 would therefore be considered not to conform with
section 28.3 of the Patent Act. (I think it should be specified that datgbases (of sequences, for
example) on a medium, are also excluded, as this is what we are more likely to find in the claims)

Thank you,

Joél

----- Original Message-----

From: Maclaurin, Ed: #CIPO - OPIC
Sent: Friday, October 15, 2004 1:53 PM
To: Bounhar, Younes: #CIPO - OPIC; Brewer, Cynthia: #CIPO - OPIC; Chartrand, Nathalie: #CIPO - OPIC; De Vouge, Michael: #CIPO -

OPIC; Green, Robin: #CIPO - OPIC; Hansen, Christiane: #CIPO - OPIC; Heppell, Joel: CIPO - OPIC; Lloyd, Douglas: #CIPO -
OPIC; MacFarlane, Colleen: #CIPO - OPIC; Marshall, Philip: #CIPO - OPIC; Neppel, Anthony: #CIPO - OPIC; Notman, Holly:
#CIPO - OPIC; Ohan, Nicholas: #CIPO - OPIC; Oulton, Rena: #CIPO - OPIC; Pound, Kathleen: #CIPO - OPIC; Romsicki,
Yolanda: #CIPO - OPIC; Salvino, Ralph: #CIPO - OPIC; Sardana, Ravinder: #CIPO - OPIC; Trus, Nancy: #CIPO - OPIC; Wilde,
Kristoffer: #CIPO-OPIC

Subject: FW: Ebauches de chapitre du RPBB - MOPOP Chapters drafts

Please have a look at the drafts of chapters 12 and 16 and forward your comments to myself before
October 29th. I'll pool them, remove duplicate comments and then send them along to Louis-Pierre.

Thanks

Ed
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From: Riel, Louis-Pierre: #CIPO - OPIC
Sent: Friday, October 08, 2004 3:43 PM
To: Patent - Dirs. + Examiners

Subject: Ebauches de chapitre du RPBB - MOPOP Chapters drafts

English follows the Green line
Une ebauche des chapitres 12 et 16 est maintenant disponible au répertoire suivant :

SAPATENT\DOCUMNTS\Draft-Ebauche

Le sujet du chapitre 12 est « Utilité et matiére » et le sujet du chapitre 16 est « Inventions mises en ceuvre
par ordinateur ». L’ancien chapitre 12 sur la classification sera éliminé et la matiére sera distribuée dans
d’autres chapitres.

Ces cbauches vous sont distribuées afin que vous puissiez prendre connaissance de I'évolution de la pratique
relativement 2 ces sujets. Ces ébauches ont été distribuées 4 un comité de I'IPIC pour commentaires. La
periode de consultation se termine le 18 novembre 2004, et nous espérons publier formellement ces chapitres
un mois apres la période de consultation. Ces documents ne sont pas pour l'instant disponible au grand
public.

Ces ébauches sont présentement disponibles en anglais. La traduction du chapitre 12 sera disponible la
semaine prochaine. Le chapitre 16 a été envoyé au service de traduction aujourd’hui, et a en extrapolant les
expériences passées, cette traduction devrait étre disponible dans 5 ou 6 semaines.

Veuillez me faire parvenir vos commentaires et suggestions par courriel en utilisant le titre suivant :

Chap 12-16

ou en utilisant la boite chap. 12-16 sur le classeur & I’entrée de mon bureau (1415-C)

La période de consultation interne se termine aussi le 18 novembre 2004.

Outils de Claude Mathieu : Veuillez prendre note que la derniére version du logiciel inquire/text
visual est INQ3.5.EXE dans le répertoire :

S:\PATENT\Outils Tools\CMPROGRAM

Veuillez ne plus utiliser les autres versions de ce logiciel.

A draft of MOPOP Chapters 12 and 16 is currently available on :
SAPATENT\DOCUMNTS\Draft-Ebauche

Chapter 12's subject is “Utility and subject matter” and Chapter 16's subject is “computer-
implemented inventions”. Former Chapter 12 will be deleted and the content distributed amongst
others chapters.

These drafts are made available in order that you can follow the evolution of the practice in these
matters. These drafts were distributed to an IPIC committee for comments. The consultation period ends
3
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on November 18, 2004, and we are expecting to formally publish these chapters one month after the
consultation period. These documents are currently unavailable to the general public.

These drafts are presently available in English. The translation of chapter 12 will be available next week.
Chapter 16 was sent today to the translation office, and from past experience, this translation should be
available in 5 or 6 weeks.

Please, send your comments and suggestions by e-mail by using the following title:
Chap 12-16

or by using the box “chap 12-16” on the file cabinet close to my office (1415-C)
The internal consultation period also ends on November 18, 2004.

Claude Mathieu’s tools: Please note that the last version of the software inquire/text visual is
INQ3.5.EXE in:

SAPATENT\Outils Tools\CMPROGRAM

Do not use other versions of this software.

Louis-Pierre Riel

Direction des Brevets/Patent Branch
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